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(5) The exhibit number of the sup-
porting evidence relied upon to support 
the challenge and the relevance of the 
evidence to the challenge raised, in-
cluding identifying specific portions of 
the evidence that support the chal-
lenge. The Board may exclude or give 
no weight to the evidence where a 
party has failed to state its relevance 
or to identify specific portions of the 
evidence that support the challenge. 

(c) A motion may be filed that seeks 
to correct a clerical or typographical 
mistake in the petition. The grant of 
such a motion does not change the fil-
ing date of the petition. 

§ 42.105 Service of petition. 
In addition to the requirements of 

§ 42.6, the petitioner must serve the pe-
tition and exhibits relied upon in the 
petition as follows: 

(a) The petition and supporting evi-
dence must be served on the patent 
owner at the correspondence address of 
record for the subject patent. The peti-
tioner may additionally serve the peti-
tion and supporting evidence on the 
patent owner at any other address 
known to the petitioner as likely to ef-
fect service. 

(b) Upon agreement of the parties, 
service may be made electronically. 
Service may be by Priority Mail Ex-
press® or by means at least as fast and 
reliable as Priority Mail Express®. Per-
sonal service is not required. 

[77 FR 48669, Aug. 14, 2012, as amended at 79 
FR 63043, Oct. 22, 2014] 

§ 42.106 Filing date. 
(a) Complete petition. A petition to in-

stitute inter partes review will not be 
accorded a filing date until the peti-
tion satisfies all of the following re-
quirements: 

(1) Complies with § 42.104; 
(2) Effects service of the petition on 

the correspondence address of record as 
provided in § 42.105(a); and 

(3) Is accompanied by the fee to insti-
tute required in § 42.15(a). 

(b) Incomplete petition. Where a party 
files an incomplete petition, no filing 
date will be accorded, and the Office 
will dismiss the petition if the defi-
ciency in the petition is not corrected 
within one month from the notice of an 
incomplete petition. 

§ 42.107 Preliminary response to peti-
tion. 

(a) The patent owner may file a pre-
liminary response to the petition. The 
response is limited to setting forth the 
reasons why no inter partes review 
should be instituted under 35 U.S.C. 314 
and can include supporting evidence. 
The preliminary response is subject to 
the word count under § 42.24. 

(b) Due date. The preliminary re-
sponse must be filed no later than 
three months after the date of a notice 
indicating that the request to institute 
an inter partes review has been granted 
a filing date. A patent owner may expe-
dite the proceeding by filing an elec-
tion to waive the patent owner prelimi-
nary response. 

(c) [Reserved] 
(d) No amendment. The preliminary 

response shall not include any amend-
ment. 

(e) Disclaim Patent Claims. The patent 
owner may file a statutory disclaimer 
under 35 U.S.C. 253(a) in compliance 
with § 1.321(a) of this chapter, dis-
claiming one or more claims in the 
patent. No inter partes review will be 
instituted based on disclaimed claims. 

[77 FR 48727, Aug. 14, 2012, as amended at 81 
FR 18766, Apr. 1, 2016] 

INSTITUTING Inter Partes REVIEW 

§ 42.108 Institution of inter partes re-
view. 

(a) When instituting inter partes re-
view, the Board will authorize the re-
view to proceed on all of the challenged 
claims and on all grounds of 
unpatentability asserted for each 
claim. 

(b) At any time prior to a decision on 
institution of inter partes review, the 
Board may deny all grounds for 
unpatentability for all of the chal-
lenged claims. Denial of all grounds is 
a Board decision not to institute inter 
partes review. 

(c) Inter partes review shall not be in-
stituted unless the Board decides that 
the information presented in the peti-
tion demonstrates that there is a rea-
sonable likelihood that at least one of 
the claims challenged in the petition is 
unpatentable. The Board’s decision will 
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take into account a patent owner pre-
liminary response where such a re-
sponse is filed, including any testi-
monial evidence. A petitioner may 
seek leave to file a reply to the pre-
liminary response in accordance with 
§§ 42.23 and 42.24(c). Any such request 
must make a showing of good cause. 

[85 FR 79129, Dec. 9, 2020] 

AFTER INSTITUTION OF Inter Partes 
REVIEW 

§ 42.120 Patent owner response. 
(a) Scope. A patent owner may file a 

single response to the petition and/or 
decision on institution. A patent owner 
response is filed as an opposition and is 
subject to the page limits provided in 
§ 42.24. 

(b) Due date for response. If no time 
for filing a patent owner response to a 
petition is provided in a Board order, 
the default date for filing a patent 
owner response is three months from 
the date the inter partes review was in-
stituted. 

[77 FR 48727, Aug. 14, 2012, as amended at 85 
FR 79129, Dec. 9, 2020] 

§ 42.121 Amendment of the patent. 
(a) Motion to amend. A patent owner 

may file one motion to amend a patent, 
but only after conferring with the 
Board. 

(1) Due date. Unless a due date is pro-
vided in a Board order, a motion to 
amend must be filed no later than the 
filing of a patent owner response. 

(2) Scope. A motion to amend may be 
denied where: 

(i) The amendment does not respond 
to a ground of unpatentability involved 
in the trial; or 

(ii) The amendment seeks to enlarge 
the scope of the claims of the patent or 
introduce new subject matter. 

(3) A reasonable number of substitute 
claims. A motion to amend may cancel 
a challenged claim or propose a reason-
able number of substitute claims. The 
presumption is that only one sub-
stitute claim would be needed to re-
place each challenged claim, and it 
may be rebutted by a demonstration of 
need. 

(b) Content. A motion to amend 
claims must include a claim listing, 

which claim listing may be contained 
in an appendix to the motion, show the 
changes clearly, and set forth: 

(1) The support in the original disclo-
sure of the patent for each claim that 
is added or amended; and 

(2) The support in an earlier-filed dis-
closure for each claim for which ben-
efit of the filing date of the earlier 
filed disclosure is sought. 

(c) Additional motion to amend. In ad-
dition to the requirements set forth in 
paragraphs (a) and (b) of this section, 
any additional motion to amend may 
not be filed without Board authoriza-
tion. An additional motion to amend 
may be authorized when there is a good 
cause showing or a joint request of the 
petitioner and the patent owner to ma-
terially advance a settlement. In deter-
mining whether to authorize such an 
additional motion to amend, the Board 
will consider whether a petitioner has 
submitted supplemental information 
after the time period set for filing a 
motion to amend in paragraph (a)(1) of 
this section. 

(d) Burden of Persuasion. On a motion 
to amend: 

(1) A patent owner bears the burden 
of persuasion to show, by a preponder-
ance of the evidence, that the motion 
to amend complies with the require-
ments of paragraphs (1) and (3) of 35 
U.S.C. 316(d), as well as paragraphs 
(a)(2), (a)(3), (b)(1), and (b)(2) of this 
section; 

(2) A petitioner bears the burden of 
persuasion to show, by a preponderance 
of the evidence, that any proposed sub-
stitute claims are unpatentable; and 

(3) Irrespective of paragraphs (d)(1) 
and (2) of this section, the Board may, 
in the interests of justice, exercise its 
discretion to grant or deny a motion to 
amend only for reasons supported by 
readily identifiable and persuasive evi-
dence of record. In doing so, the Board 
may make of record only readily iden-
tifiable and persuasive evidence in a re-
lated proceeding before the Office or 
evidence that a district court can judi-
cially notice. Where the Board exer-
cises its discretion under this para-
graph, the parties will have an oppor-
tunity to respond. 

[77 FR 48727, Aug. 14, 2012, as amended at 80 
FR 28566, May 19, 2015; 85 FR 82935, Dec. 21, 
2020] 

VerDate Sep<11>2014 09:04 Mar 31, 2022 Jkt 253148 PO 00000 Frm 00521 Fmt 8010 Sfmt 8010 Y:\SGML\253148.XXX 253148rm
aj

et
te

 o
n 

D
S

K
B

B
X

C
H

B
2P

R
O

D
 w

ith
 C

F
R


		Superintendent of Documents
	2022-04-07T14:31:21-0400
	Government Publishing Office, Washington, DC 20401
	Government Publishing Office
	Government Publishing Office attests that this document has not been altered since it was disseminated by Government Publishing Office




